Organization ^^vUl 

United States Patent and Trademark Uttice 

P.O. Box 1450 

Alexandria, VA 22313-1450 

if Undeiiverable Return in Ten Days 




p ^^ty ^mmm mm bowes 

02 1M $01.22^ 

0004244939 MAR 30 2010 
MAILED FROM ZiPCODE 2231 4 / 



OFFICIAL BUSINESS 
PENALTY FOR PRIVATE USE, $300 



AN EQUAL OPPORTUNITY EMPLOYER 





United States Patent and Trademark Office 





APR 1 Z 2010 



APPLICA^[j^)y^gg^y^ ^ FILING DATE 



UNITED STATES DEPARTMENT OrCOMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexundria. Virginia 223 13- 1 450 
www.uspto.gov 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/720,812 



M/24/2003 



Jung S. Kang 



7590 03/30/2010 

Blakely, Sokoloff, Taylor & Zafman LLP 
Suite 750 

3200 Park Center Drive 
Costa Mesa, CA 92626 



42PI7606 



5364 



EXAMINER 



MITCHELL, JAMES M 



ART LfNIT 



PAPER NUMBER 



2813 



MAIL DATE 



DELIVERY MODE 



03/30/2010 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



\-0 



^PR 1 2 lO™ Summary 



Application No. 


Applicant(s) 

KANGETAL 


Examiner 

JAMES M. MITCHELL 


Art Unit 

2813 





v> ^ 

<J^A^&!lS^he MAIUNG DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER iS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 16 June 2009 . 
2a)|3 This action is FINAL 2b)n This action Is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-48 Is/are pending in the application. 

4a) Of the above claim(s) 1-8 and 25-48 Is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 9-24 is/are reiected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers n 

9) 0 The specification is objected to by the Examiner. 

10)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction Is required if the drawing(s) Is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)n All h)\J Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been reqeived in Application No. . 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) n Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) n Notice of Infonfual Patent Application 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper NoiMail Date 20100324 



Application/Control Number: 10/720,812 Page 2 

Art Unit: 2813 

DETAILED ACTION 

1. This office action is in response to applicant's remarks filed June 16, 2009. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

. (e) the invention was described In (1) an application for patent, published under section 122(b), by 
another filed in the United States before the Invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an International application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only If the international application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

3. Claims 9. 10, 12, 13, 15 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Poddar et al. (U.S 6,933,597). 

4. Poddar (e.g. Fig. 1-3) discloses: 

(cl. 9) a spacer (16) to provide clearance for bond wires (not labeled; Fig. 1) attaching to 
bond pads on the lower die (e.g. spacer lifts top die to access pad/contact on lower 
chip); a thin-film passive element (e.g. thin enough to be embedded in spacer; Abstract) 
integrated on the spacer (Col. 3, Lines 11-18); an adhesive layer (Fig. 3-4; 21, 22; 
plastic mold package body, Col. 2, Lines 56-64)) assembly to attach the spacer and the 
thin-film passive element to the upper and lower dies (14, 12): and conductors (21, 22) 
attached to the passive element and the adhesive layer assembly to connect the 
passive element to at least one of the upper and lower dies: 
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(cl. 10, 16) upper adhesive to attach to the upper die and lower adhesive top attach to 
lower die (e.g. body surrounds chip and in between conductors)^ 
(cl. 12) passive element thickness substantially less than spacer (e.g. can be embedded 
in spacer thus must be thinner; Abstract); 

(cl. 13) passive has multi-turn geometry (e.g. inductor; Col. 3, Lines 11-18); 

(cl. 15) conductors are bumps (21, 22) to connect passive to at least one upper and 

lower dies. 

C\a\m Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C; 102(e), (f) or (g) 
prior art under .35 U.S.C. 103(a). 



^ Note previously cited Fukuda et al. (U.S 2004/0145040) package showing package surrounding chips/ 
passive and components. 
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7. Claims 11,14 and 17-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Poddar et al. (U.S 6,933,597) in combination with Perino et al. (U.S. 
6,621,155). 

8. Poddar discloses the elements stated in paragraph 4 of this office action and 
further a package substrate (18), but does not disclose the claimed range of 
inductance/resistance or a plurality of stacked dies. 

9. With respect to the passive element being between the spacer and lower 
adhesive in claim 1 1 , the placement being on top embedded in or on the bottom of the 
spacer would not modify the operation of the device. As such, the mere shifting of the 
passive element is unpatentable as a matter of design choice. See e.g. In re Japikse, 
181 F.2d 1019. 86 USPQ 70 (CCPA 1950) (Claims to a hydraulic power press which 
read on the prior art except with regard to the position of the starting switch were held 
unpatentable because shifting the position of the starting switch would not have 
modified the operation of the device.); In re Kuhle, 526 F.2d 553. 188 USPQ 7 (CCPA 
1975) (the particular placement of a contact in a conductivity measuring device was 
held to be an obvious matter of design choice. 

10. With respect the claim 14 and 22, the modified prior art discloses the claimed 
invention except for the claimed range/set inductance. It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to select the claimed 
inductance, since it has been held that where the general working conditions of a claim 
are disclosed in the prior art, discovering the optimum or working ranges involves only 
routine skill in the art. In re Allen 105 USPQ 233 (CCPA 1955). 
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1 1 . With respect to a there being a plurality of stacks in claim 17, Applicant failed to 
timely traverse examiner's official notice that a plurality of stacks are known for forming 
various computer and portable devices. As such traversal is deemed waived. Perino 
(U.S 6,621,155 at Col. 1, Lines 13-18) is provided for the limited purpose of further 
evidencing the well known feature of adding multiple stacks to provide e.g. portable 
devices. 

12. Furthermore, the duplication of stacks would be obvious to one of ordinary skill in 
the art, since it has been held that mere duplication of parts has no patentable 
significance unless a new and unexpected result is produced. See e.g. In re Harza, 274 
F.2d 669, 124 USPQ 378 (CCPA 1960). MPEP 2144.04. 

Response to Arguments 

13. Applicant's arguments filed June 19, 2009 have been fully considered but they 
are not persuasive. 

14. First, applicant contends that the claimed invention is patentable over the prior 
art, because Poddar does not show its wires attaching to bond pads on lower die, 
because Poddar only shows wires connected form die to lead frames, and there is no 
bond pad shown on the lower die. A patent is good for its disclosure for what is both 
express and implicit within its disclosure. Poddar discloses conductor (e.g. 22) 
contacting portions of a chip, even though not shown, absent a pad /trace/metallization 
etc. the conductor would not be able to connect mechanically or electrically to the chip. 
Accordingly any argument that there is no pad on lower dies are not persuasive, since 
there are required to provide mechanical and electrical contact to the die. 
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1 5. Applicant further argues that the prior art does not disclose thin film passive 
components, because thin film is not merely thin elements,- but instead the thin film 
technology allow for small structure yields. Examiner is unpersuaded. Although 
examiner agrees that a thin filed process can produce a tighter coil, applicant's remarks 
are based on the process of making the inductor. However, applicant has not provided 
further limitations that structurally define his invention over the prior art. Simply, 
because use of thin film technology may provide tighter coils, it does not mean that 
larger coils can not also be produced using the thin-film process. Applicant's claim of 
thin film as a process limitation as argued does not structural limit applicant's passive 
devices, since the dimensional limitations are only options that may be achieved. 
Rather Poddar discloses the same structure as claimed. "[E]ven though product-by- 
process claims are limited by and defined by the process, determination of patentability 
is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the prior 
product was made by a different process." In re Thorpe, 777 F.2d 695, 698, 227 USPQ 
964, 966 (Fed. Cir. 1985)2. 

16. As for applicant's allegation that conductors 22 can not be an adhesive layer, 
because solder bumps are spherical in shape, while their layer is both thermally and 

^ Note by newly cited art that even if claim could be amended such that the process of the thin film 
technique as argued imparted patentability, such a limitation would be found obvious as a means to solve 
problem of embedding passive component in a spacer. E.g. KSR Int'l v. Teieflex Inc.. 127 S.Ct 1727,1743, 550 
U.S. _.17 (2007) (finding that when there Is a design need or market pressure to solve a problem and 
there are a finite number of identified, predictable solutions, a person of ordinary skill has good reason to 
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electrically conductive. Examiner disagrees. Since solder assist in mechanically 
attaching the spacer and chip, and is a thickness of some material laid on or spread 
over a surface it falls within the plain meaning of the term layer Since applicant did not 
provide a special definition or further claim that his adhesive was both electrically and 
thermally conductive, his remarks are not persuasive since they do not further limit the 
term adhesive. 

17. Assuming the conductors are not the adhesives. applicant contends that the 
Poddar's encapsulant material/plastic mold is not an adhesive, since allegedly the 
material only surrounds the module and there is no teaching that the body is between 
the spacer/thin film and upper and lower chips. Examiner is unpersuaded. As applicant 
is well aware in a molding step the encapsulant is heated and flows over the device; 
Because the conductors, 22, provide gaps between die and spacer they will likewise be 
filled with the encapsulating material resulting in encapsulant/adhesive in between die 
and spacer with conductors, 22 in contact with adhesives. 

18. Regarding applicant selected inductance and resistance, applicant contends that 
examiner has not made a prima facie case, because operational ranges are not 
provided. A disclosure of using an inductor or alternative embodiment of a resistor 
provides for both inductance and resistance. While the exact inductance is not given 
both an inductance and resistance does exist. A mere change in proportion does not 
amount to patentability. Thus applicant's claim amounts to merely be a difference in 
degree. As indicated in In re Aller "temperatures, or in concentrations or in both would 

pursue the known options within his or her technical grasp. If this leads to the anticipated success, it is 
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be an unpatentable modification..." There is no invention that would rise to the level of 
patentability in simply taking Poddar's device that teaches use of an inductor and 
therefore an inductance and then simply modifying its inductance. This is a skill within 
the capabilities of one of ordinary skill in the art. Since applicant has not evidenced, 
anything beyond the capabilities of one of ordinary skill in the art, any new and 
unexpected results that were different in kind and not degree. A change in range is not 
a patentable modification. In re Aller, 105 USPQ 233, 235 (1955). 
1 9. As for the placement of the of the passive component, applicant contends that 
such a movement to between the spacer and upper or lower adhesive would not work, 
because it will then not contact the conductor and work improperly, Examiner 
respectfully disagrees. Poddar already discloses that the passive component may be 
on or embedded in the spacer. Once the passive is embedded in the spacer it 
automatically is between a portion of spacer and adhesive and falls within the scope of 
the claim. Likewise, either arrangement would cause for a modification of the 
metallization within the space. Movement of the passive component does not destroy 
the device or make it somehow inoperable simply, because other elements would need 
to modified. The device is still capable pf performing its intended purpose and 
contemplates such movement by disclosing its passive component in alternate 
locations. Poddar does not limit where its passive component is placed. The 
conductors, 22, would still provide external contacts for the spacers. 

Conclusion 



likely the product not of innovation but of ordinary skill and common sense). 
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20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. In Patents (U.S 6,833.285), (U.S 7.183,135) and (U.S 6,862.189) 
inductors formed from thin strips of conductive material. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of . 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES M. MITCHELL whose telephone number is 
(571)272-1931. The examiner can normally be reached on M-F 8:00-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mathew Landau can be reached on (571) 272-1731. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished -applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

March 23, 2010 
/James M. Mitchell/ 
Examiner, Art Unit 2813 

/Matthew C. Landau/ 

Supervisory Patent Examiner, Art Unit 2813 
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